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PRE-APPEAL BRIEF REQUEST FOR REVIEW 



Mail Stop AF 

Commissioner For Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Sirs: 

Responsive to the Final Office Action, dated November 5, 2008, please consider the 
following remarks in connection with the pre-appeal brief request for review. 

The appropriate fee is being submitted and no additional fees are believed necessary for 
consideration of the present paper. However, if any additional fees, including extension of time 
fees, are necessary, the extension of time is hereby requested, and the Commissioner is hereby 
authorized to charge any fees to Haynes and Boone, LLP's Deposit Account No. 08-1394. 

There is clear error in the rejection of claims 1. 4. 6-11. 14 and 16-22. The rejection 
does not support a prima facie case of obviousness as the Examiner has not properly 
considered the claimed power means. 

Claims 1, 4, 6-11, 14 and 16-22 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Sleeman (U.S. Publication No. 2004/0260843) (Sleeman) in view of 
Saunders (Newcard Exposed) (Saunders), and further in view of Fischer et al (U.S. Patent No. 
6,936,936) (Fischer). 

A prima facie case of obviousness is missing at least because there is no support for an 
obviousness rejection of the claimed subject matter because the Examiner has not properly 
considered every element of the claims. Sleeman, Saunders and Fischer, alone or in 
combination, do not disclose every element of the claims. Therefore, the rejection is in clear 
error. 
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Independent claim 1 recites, in part: 

A Newcard device to electrically couple a first and second subsystem of a 
computer... the Newcard device com prising... power means including a power 
adapter connected to provide power to the second subsystem including the user 
console, whereby the power adapter is operable to receive an AC power input to 
be converted to various voltages as required by the user console, and the 
second subsystem deriving power from the computer via powerline of the 
Newcard device. 

The references, alone, or in any combination, do not teach the claimed power means, 
which includes two aspects: M) a power adapter connected to provide power to the second 
subsystem including the user console, whereby the power adapter is operable to receive an AC 
power input to be converted to various voltages as required by the user console, and (2) the 
second subsystem deriving power from the computer via a powerline of the Newcard device . 

In the Final Office Action, the Examiner states that Sleeman as modified by Saunders 
does not provide for the power means. See Office action dated November 5, 2008 at pg. 3. 
The Examiner instead asserts that Fischer provides the relevant functionality. Applicants submit 
that this assertion is in clear error. 

Specifically, the Examiner asserts that Fischer provides for a power adapter to convert 
AC voltage to a plurality of voltages required by different components of the computer system. 
Final Office action dated November 5, 2008 at pg. 13. Even assuming this to be true, arguendo, 
this does not provide for the second subsystem receiving power from two places as claimed: 

(1 ) a power adapter and (2) from the computer via a powerline of the Newcard device . 

The Examiner states in response to Applicants previous arguments of omission element 

(2) that: 

"The NewCard, also known as ExpressCard, by definition, consists of two I/O 
buses (PCI-Express and USB), and power is supplied to the card by the host 
system via the PCI-Express and USB power interface/pins. Specifically, the 
Newcard draws 3.3 volts from the host via power interface of the PCI-E and/or 
USB power interface. For example, in case of USB power interface, a voltage 
supply is provided in a wire or 'line' as dictated by the USB specification. Thus, it 
is clear that power is derived from the computer system via a power line or wire 
of the NewCard consisting of two I/O buses, namely PCI-E bus and the USB 
bus." 

Office action dated November 5, 2008 at pgs. 14 and 15; Advisory Action dated January 13, 
2009 at pg. 2. 

Even adopting, arguendo, the Examiner's position that a NewCard includes an industry 
standard bus (e.g., USB), and that that bus includes a wire that carries a voltage (e.g., 3.3V), 
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and that that bus draws power from a host, all the claim elements have not been properly 
considered. Specifically, the claim requires the second subsystem derive power from the 
computer via a powerline of the Newcard device . A second subsystem deriving power from a 
computer via a powerline of a card is clearly different than a disclosure that provides merely a 
voltage on a wire in a bus of the card. In other words, supplying power to a card is different 
than supplying power to a second subsystem via the card . The Examiner admits that the 
disclosure provides "power is supplied to the card by the host system." Office action dated 
November 5, 2008 at pg. 14, emphasis added. The Examiner does not assert, nor would the 
references disclose, providing power to the second subsystem via the card, which is the claim 
requirement. In summary, providing power to a card from a host does not disclose providing 
power to a second subsystem via a powerline of a card as claimed. To hold otherwise, is clear 
error. 

Furthermore, the Examiner's assertions suffer from an additional error. The proposed 
combination of references cannot physically provide the Examiner's proposed combination. 
Therefore, it is clearly not indicative of predictable results. See MPEP 2143.01 (III). Fig. 2 of 
Sleeman is relied on by the Examiner as providing the computer and second subsystem. Fig. 2 
is reproduced below for ease of reference. 




Fig, 2 

Fig. 2 illustrates a PC-card 20 connected to a host computer 4. Sleeman [0028]. The PC-Card 
20 includes a card bus 26 and an I/O connection 38. Sleeman also provides that "In this 
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example, the PC-card is a modem card and has input/output connectivity as schematically 
indicated by an I/O connection 38." Sleeman [0028]. 

The Examiner appears to argue that the Newcard by definition includes USB and PCI-E 
buses and these buses include bus lines that carry a voltage. Office Action dated November 5, 
2008 at pgs. 14 and 15. The Examiner the argues that it is this bus line that indicates the 
claimed power means. Fig. 2 clearly illustrates a card bus connecting to a host computer, but 
does not illustrate such a bus connected to a second subsystem. Therefore, in light of this 
configuration disclosed by Sleeman and relied upon by the Examiner, it is not a predictable 
result - or even feasible result - for power to be supplied from the host to a second system via 
the bus as asserted by the Examiner. The bus is not even connected to both a first (or host) 
and a second subsystem (see e.g., port 38 of Fig. 2, port 68 of Fig. 3). Furthermore, as 
described above Sleeman discloses the I/O connection (port 38 of Fig. 2, port 68 of Fig. 3) 
provides a modem connection. Sleeman at [0028]. A modem connection provides no 
suggestion or even indication of providing power to a second subsystem. 

Independent claims 11 and 21 and their respective dependent claims include similar 
limitations are allowable for at least these reasons. 

Other reasons for the patentability of the claims exist, including those previously 
presented, and will be maintained should the filing of an appeal brief become necessary. 

Applicants further note that this is the same issue, though with reference to a different 
piece of prior art, that was before a panel in late 2007. A panel decision issued October 12, 
2007 which reopened prosecution. The Examiner then cited to Fischer, it however suffers the 
same deficiency found by the previous panel. 



Respectfully submitted, 




\James R. Bell 
Registration No. 26,528 



Haynes and Boone, LLP 
IP Section 

2323 Victory Avenue, Suite 700 
Dallas, Texas 75219 
Telephone: 512.867.8407 
Facsimile: 214.200.0853 
ipdocketing@haynesboone.com 
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